Journal of the National Academy of Legal Sciences of Ukraine, Vol. 29, No. 1, 2022

VJIK 347.788
DOI: 10.37635/jnalsu.29(1).2022.139-148

Ouena BeneoniniBna Koxanoscbka

Hayionanena akademis npagosux nayk Yrpainu
Xapkie, Ykpaina

Kageopa yusinornozo npasa
Kuiscvrozo nayionanvnoco ynisepcumemy imeni Tapaca lllesuenxa
Kuis, Ykpaina

Baaentun Onexcanaposuy bakanos

Kageopa yusinonozo npasa
Kuiscvrozo nayionanvnoco ynisepcumemy imeni Tapaca lllesuenxa
Kuis, Ykpaina

JOTI'OBIP ITPO CTBOPEHHS 3A 3AMOBJIEHHAM I BUKOPUCTAHHSA OB’€EKTA
MPABA IHTEJIEKTYAJBHOI BJIACHOCTI

AHoTaWig. B ymosax ece 6invuiol yeazu cyuacHo2o cyCRiibCmed i KOJHCHO20 1020 YieHd 00 MEop4oCchi, Npossy CE0€l
ocobucmocmi, MOHCIUBOCMEN NOWUPEHHS Pe3YIbmamie meopuoi OiAIbHOCMI 3a 00NOMO2010 IHPOPMAYIIHUX MepediC,
MEeXHIYHUX HOBUHOK, 6Ce OLIbWIOl 6azu ma NonyIapHOCMi HAOUPAmMs 002080pU WOOO PO3NOPAONCAHHA MAUHOBUMU
npageamu iHMereKmyaibHOl 61ACHOCMI, WO BUSHAYAE AKMYANbHICMb 00paHoi memu 0anHo2o OocriodcenHsa. Memoro
cmammi € BU3HAYEHHS O3HAK 002080pY NPO CMBOPEHHS 34 3AMOGNEHHAM 1 GUKOPUCMAHHA 00’ckma npasa
[HMeNeKmyanbHol 6IACHOCMI MA POSKPUMMSL 3MICIY HOBUX RIOX00I8 Y 3AKOHOOA8UOMY Pe2yNtO8aHHI GIOHOCUH MIdNC
3AMOBHUKAMU MA MEopYyamu 00’cKmie npasa iHmMeneKmyanibHoi 1acHocmi 3a 002080pamMu NPO CMEOPEHHS 3d
3AMOGNICHHSM | GUKOPUCMAHHS 00 €KmMa npaea iHmeiekmyaibHol enacHocmi. Y xo0i nposedentss 00CHiodNceHHs, 05
O00CSIcHEHHs NOCMABIEHOI Memu, SUKOPUCMOBYBANUCH, 30KpeMd, MAKI Memoou: opMarbHO-T02TUHUL, CUCTEMHO-
CMPYKMYPHULL, eMRIPUYHO20 AHALI3Y, 00SMAMUYHUL ma pso Hwux. Y Oawiil cmammi auanizylomocst ROHAMMs ma
0cobUB0CMI 002080PY NPO CIMBOPEHHA 30 3AMOBIICHHAM | BUKOPUCTAHHA 00 €KMa Npasa iHMeneKmyaibHol 61acHOCHI,
PO3KpUBAOMbCs ICMOMHI YMOBU 0AHO20 002080pY, U020 3MICH, OKPECIEMbC Chneyuika cmopin 6KA3aHO020
npagouuny. Aemopamu HagoOumvbca Kiacugikayii 002080pi8 U000 PO3NOPAONCAHHA MAUHOBUMU NPABAMU
IHMeneKmyanbHoi 61ACHOCMI Ma BUSHAYAEMbCS Micye 002080pY NPO CMBOPEHHS 34 3AMOBJEHHAM | 8UKOPUCTNAHHSL
00'exma npasa iHmMeneKmyanbHol 61ACHOCMI ceped 8KA3AHUX 002080PI8. JJOCIONCYEMbCA AKMYANbHA CYO08a NP AKMUKA
CMOCOBHO 002080PI6 NPO CMBOPEHHS 34 3AMOBNICHHAM | BUKOPUCMAHHS 00'€Kma npaea iHmenekmyaibHol 1acHoCHi.
Bucseimnioiombcs akmyanohi smMiHy y 3aK0H00A8Cm8i YKpainu, wo pe2ynoe nopsaook posnooiny npas Mixc 3aMoSHUKOM
ma meopyem, y Mmomy 4uclii, Ha niocmagi 002080py NPO CMEOPEHHS 3AMOBIEHHAM I 8UKOPUCMAHHA 00'ckma npasa
inmenexmyanvnoi enacnocmi. IIpo6ooumvcs NOPIGHANbHUN AHANI3 i3 NONEPEeOHbOIO PeOaxyiclo OKpemux HOPM
3axonooagcmea Yipainu. Haeooamvcs 61acHi BUCHOBKU CIIOCOBHO 3MIH Y 3aKOHO0A8CMEI YKpainu wo0do Hanesicnocmi
MaHOB8UX NPAG IHMeNeKMYAIbHOI 81ACHOCMI HA 00'€KmMuU, CIMBOPeHi 3a 3AMOBNEHHAM i NOOANLULO20 PO3BUMK) 002080Di6
w000 maxux 06 ’ekmig y cgpepi 6IOHOCUH [HMELEKMYAIbHOL 81ACHOCTII

Kiro4oBi ciioBa: 3amogHux, meopeys, 30608'13anHs, MauHO8I Npasd, NPayieHUK
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AGREEMENT ON CREATION BY ORDER AND USE OF THE OBJECT
OF INTELLECTUAL PROPERTY RIGHTS

Abstract. In the conditions of increasing attention of modern society and each of its members to creativity, manifestation
of their personality, opportunities to disseminate creative activities through information networks, technical innovations,
increasing importance and popularity are gaining agreements on intellectual property rights of this study. The purpose
of the article is to determine the characteristics of the contract for the creation and use of intellectual property rights and
disclose the content of new approaches in the legislative regulation of relations between customers and creators of
intellectual property rights under contracts on the creation by order and use of the object of intellectual property rights.
In the course of the research, to achieve this goal, the following methods were used, in particular: formal-logical, system-
structural, empirical analysis, dogmatic and a number of others. This article analyses the concepts and features of the
agreement on the creation by order and use of the object of intellectual property rights, identifies the essential terms of
this agreement, its content, outlines the specific features of the parties to the transaction. The authors classify the
agreements on the disposal of intellectual property rights and determine the place of the agreement on the creation by
order and use of the object of intellectual property rights among these agreements. Current case law on contracts for the
creation and custom of the object of intellectual property rights is studied. Current changes in the legislation of Ukraine,
which regulates the distribution of rights between the customer and the creator, including based on the agreement on the
creation of the order and use of the object of intellectual property rights. A comparative analysis is carried out with the
previous version of certain norms of the legislation of Ukraine. Own conclusions on changes in the legislation of Ukraine
on the ownership of intellectual property rights to objects created by order and further development of agreements on
such objects in the field of intellectual property relations

Keywords: customer, creator, obligations, property rights, employee

INTRODUCTION

It is necessary to support the standpoint of scholars that the civil law of Ukraine is a special legal regulator of
public relations [1, p. 138], and that the role of private law is increasing [2, p. 111], and the civil science of
Ukraine has the main task of conducting research aimed at improving the current civil legislation [3, p. 53].

At one time, the 3rd President of the United States of America Thomas Jefferson noted the special nature
of intellectual property, focusing on inventions that, in his opinion, could not be ordinary objects of property
rights [4, p. 1].

In today's world, information and technological objects are often defined as increasingly important. In
this regard, the state and business pay much attention to the recognition and protection of intellectual
property [5, p. 1].

J. Hughes, notes that intellectual property should be considered as a stimulating structure that contributes
to the progress of science and art [6, p. 1].

At the same time, we agree that intellectual property rights can arise for an extremely wide and diverse
range of objects: from novels, computer programs, paintings, films, television broadcasts and performances,
to clothing design, pharmaceuticals and genetically modified animals and plants, etc. [7, p. 1].

Information and communication technology products are indispensable tools of modern life around the
world. Smartphones and laptops connect to a huge global computing infrastructure. The emergence of
autonomous vehicles, products that provide virtual reality, a wide range of devices “Internet of Things” and
countless other innovations suggest that these types of products will continue to play a growing role in today's
global economy [8, p. 1].
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Expansion and complication of economic relations lead to the transformation of the system of contracts,
the emergence of new contractual forms [9, p. 130], and the function of the contract is especially relevant in
cases where the legislation either does not contain legal regulation of certain relations, or legislative regulation
is imperfect [10, p. 70]. The information component in contractual relations also becomes important in the
conditions of information society [11, p. 85-94], especially given the fact that information in civil law is
considered as a separate intangible object [12, p. 145], and the contract is the main tool for organising public
relations [13, p. 35], which reflects the dynamics of social relations [14, p. 174]. At the same time, the contract
is a legal fact and a form of legal relationship, and a document that fixes the rights and obligations of the
parties [15, p. 115].

Agreements on the disposal of intellectual property rights is a special legal form of use of works of
science, literature, art and industrial property [16, p. 890], which are becoming increasingly important in
modern society.

At this stage of development of legal science, a number of works by leading scientists are devoted to
issues arising in connection with the conclusion of agreements on the disposal of intellectual property rights,
in particular, such as: V. Dmitryshyn “Disposal of intellectual property rights” (Kyiv, 2008), O. Zhilinkova
“Contractual regulation of intellectual property relations in Ukraine and abroad” (Kyiv, 2015), A. Kodynets
“Civil law regulation of binding information relations” (Kyiv, 2016), O. Yavorska “IT Law” (Lviv, 2017),
Yu. Kapitsa “Unification and harmonization of legislation on the protection of intellectual property rights of
EU member states and the legislation of Ukraine” (Kyiv, 2019) and others.

At the same time, some issues remain unresolved regarding the subject of agreements on the creation
and use of intellectual property rights, the essential conditions of these agreements and legislative approaches
to the distribution of rights between the customer and the creator.

The relevance of the research topic is thus explained by the need to analyse at the current level of civil
law science and practice aspects related to the definition of the subject, content, essential conditions of
contracts for the creation of custom and use of intellectual property rights. The issue of determining the parties
and objects of such agreements deserves special attention.

In Ukraine, in the process of legal reform, the current legislation is being actively updated [17, p. 36],
as a result, in connection with the adoption of the Law of Ukraine “On Stimulating the Development of the
Digital Economy in Ukraine” of July 15, 2021 [18], new approaches were introduced in regulation of the
relationship between the customer and the creator, which requires a separate study.

Considering the provisions of the current Civil Code of Ukraine of January 16, 2003 (hereinafter — the
“Civil Code of Ukraine”) [19], special civil legislation governing relations, arising in connection with the use
of intellectual property rights, and doctrinal developments [20, p. 65-66], you can define the following system
of agreements on the disposal of intellectual property rights:

1. Agreements on the transfer of exclusive intellectual property rights

This group includes, in particular:
1.1. Agreement on the transfer of exclusive intellectual property rights (Article 1113 of the Civil Code
of Ukraine);

1.2. Copyright agreement on transfer (alienation) of property rights of copyright subjects (Article 31
of the Law of Ukraine “On Copyright and Related Rights” of December 23, 1993) [21];

1.3. Agreement on the transfer of ownership of a trademark (Part 9 of Article 16 of the Law of Ukraine
“On Protection of Rights to Marks for Goods and Services” of December 15, 1993) [22];

1.4. Agreement on the transfer of ownership of an invention (utility model) (part 8 of Article 28 of the
Law of Ukraine “On Protection of Rights to Inventions and Utility Models” of December 15, 1993) [23];

1.5. Agreement on the transfer of ownership of an industrial design (Part 6 of Article 20 of the Law
of Ukraine “On Protection of Industrial Design Rights” of December 15, 1993) [24].

2. Agreements on granting rights to use intellectual property rights.

This group includes, in particular:

2.1. License agreement (Article 1109 of the Civil Code of Ukraine);

2.2. Publishing agreement (Article 17 of the Law of Ukraine “On Publishing” of June 5, 1997) [25; 26,
p. 107-108];

2.3. Agreement on the use (publication) of the work (Article 33 of the Law of Ukraine “On Copyright
and Related Rights” of December 23, 1993) [21].
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3. Agreements on the creation of intellectual property rights

This group includes, in particular:

3.1. Agreement on the creation by order and use of the object of intellectual property rights (Article 1112
of the Civil Code of Ukraine) [19];

3.2. Copyright agreement (part 6 of Article 33 of the Law of Ukraine “On Copyright and Related Rights”
of December 23, 1993) [21];

3.3. Scenario contract [27, p. 239].

4. Other (“related”) agreements on the disposal of intellectual property rights

This group includes, in particular:

4.1. Agreement on the distribution of property rights to the official work (Article 16 of the Law of
Ukraine “On Copyright and Related Rights” of December 23, 1993);

4.2. Agreement between co-authors (Article 436 of the Civil Code of Ukraine; Article 13 of the Law of
Ukraine “On Copyright and Related Rights” of December 23, 1993) and others.

From the above classification it can be seen that one of the agreements on the disposal of intellectual
property rights is the agreement on the creation by order and use of the object of intellectual property rights,
which belongs to the group of agreements on the creation of intellectual property rights.

The purpose of this study is definition features of the agreement on the creation and use of the object of
intellectual property rights and the disclosure of new approaches in the legislative regulation of relations
between customers and creators of intellectual property rights under agreements on the creation and use of the
object of intellectual property rights.

1. MATERIALS AND METHODS

The use of general scientific and special legal methods is carried out, including for full-fledged,
comprehensive, comprehensive and complete work. Therefore, during this study, the paper used, in particular,
the following methods: formal-logical, system-structural, empirical analysis, dogmatic.

The formal-logical method was used to analyse the provisions of the Civil Code of Ukraine, and other
regulations governing the relationship between customer and creator. During the study, the following current
regulations of Ukraine were analyzed: the Civil Code of Ukraine of January 16, 2003 [19], the Law of Ukraine
“On Copyright and Related Rights” of December 23, 1993 [21], Law of Ukraine “On Protection of Rights to
Marks for Goods and Services” of December 15, 1993 [22], Law of Ukraine “On Protection of Rights to
Inventions and Utility Models” of December 15, 1993 [23], Law of Ukraine “On Protection of Rights to
industrial designs” of December 15, 1993 [24], the Law of Ukraine “On Publishing” of June 5, 1997 [25], and
the Law of Ukraine “On Stimulating the Development of the Digital Economy in Ukraine” of July 15, 2021 [18].

The application of the system-structural method in the work made it possible to classify agreements on
the disposal of intellectual property rights into four main groups: 1) agreements on the transfer of exclusive
property copyrights; 2) agreements on granting rights to use objects of intellectual property rights;
3) agreements on the creation of objects of intellectual property rights, and 4) other (so-called, “related”)
agreements on the disposal of intellectual property rights.

The empirical method was used to study the practical aspects of the application of certain types of
agreements on the creation and use of intellectual property rights, including the analysis of current case law
on these agreements of various courts of Ukraine. The legal nature of agreements on the creation and use of
objects of intellectual property rights, the essential conditions, features of the subject composition and the
content of these agreements are studied.

In the process of preparing a scientific article, using formal-logical and system-structural methods, and
the method of empirical analysis, the authors analyzed the legislation of Ukraine governing the distribution of
rights between customer and creator, both before and after the Law of Ukraine “On Stimulating the
Development of the Digital Economy in Ukraine” of July 15, 2021 [18].

The application of the dogmatic method allowed making a thorough systematic analysis of the current
legislation of Ukraine, which is devoted to the settlement of contractual relations with the participation of
subjects of intellectual property rights in Ukraine. In the course of the study, based on the analysis of current
doctrinal developments, including case law on contracts for the disposal of intellectual property rights, own
conclusions were made, including the settlement of relations between the customer and the creator arising in
connection with the implementation of agreements on the disposal of intellectual property rights; concerning
the legal nature and features of agreements on the disposal of intellectual property rights; in terms of the

142



Journal of the National Academy of Legal Sciences of Ukraine, Vol. 29, No. 1, 2022

essential terms of agreements on the disposal of intellectual property rights; in respect of the parties to
agreements on the disposal of intellectual property rights; in relation to the subject and object of agreements
on the disposal of intellectual property rights.

2. RESULTS AND DISCUSSION

According to Article 1112 of the Civil Code of Ukraine under the agreement on the order and use of intellectual
property rights, one party (creator — writer, artist, etc.) undertakes to create an intellectual property object in
accordance with the requirements of the other party (customer) and in the established terms. It should be noted
that along with the term enshrined in Article 1112 of the Civil Code of Ukraine, the Law of Ukraine “On
Copyright and Related Rights” of December 23, 1993 contains another concept — “copyright agreement”. Thus,
Part 6 of Article 33 of the Law of Ukraine “On Copyright and Related Rights” of December 23, 1993 stipulates
that under the copyright agreement the author undertakes to create a future work in accordance with the terms
of this agreement and transfer it to the customer. The contract may provide for the payment by the customer
to the author of the advance as part of the royalties [21].

Based on the analysis of the above definition, it can be concluded that the design of the contract for the
creation and use of intellectual property rights is similar to the contract under Article 33 of the Law of Ukraine
“On Copyright and Related Rights” of December 23, 1993, but with the difference that the subject of the
contract on the creation by order and use of the object of intellectual property rights is broader. In particular,
the subject of the contract on the creation and use of the object of intellectual property rights may include rights
to any objects of intellectual property rights, and the subject of the copyright agreement — only the rights to
the objects of copyright.

As noted in the annotation to the article, agreements on the disposal of intellectual property rights are
gaining in importance and popularity. This conclusion also applies to agreements on the creation by order and
use of the object of intellectual property rights and is confirmed, in particular, by the materials of current case
law:

— according to the decision of the Solomyansky District Court of Kyiv of December 29, 2018 in case
No. 760/24493/18 one of the evidences in the case of invalidation of the certificate of Ukraine on the mark for
goods and services is an agreement to create custom design sketches [28];

— the study of the contract for the creation and use of design objects was carried out by the court in the
case of copyright infringement and recovery of compensation (decision of the Shevchenkivsky District Court
of Kyiv of October 17, 2018 in the case No. 761/13278/16) [29];

— the author's contract for the development of characters for an audiovisual work was studied in the case
of recovery of compensation for copyright infringement (decision of the Commercial Court of Odesa region
of November 25, 2019 in the case No. 916/1506/19) [30];

—according to the decision of the Desniansky District Court of Kyiv of July 20, 2021 in case
No. 754/9399/20 one of the evidences in the case of copyright protection is the contract with the author on the
creation of works [31];

— rights to copyright objects created in connection with the terms of the contract were investigated in
the process of consideration of the case No. 910/9490/20 by the Commercial Court of Kyiv (decision of the
Commercial Court of Kyiv of December 11, 2020) [32];

— the author's contract for the creation of a script for a children's television series was studied in the case
of recovery of compensation for copyright infringement (decision of the Commercial Court of Kyiv of May 25,
2020 in case No. 910/2552/15) [33], etc.

Special attention should be paid to the nature and characteristics of the contract for the creation and use
of the object of intellectual property rights. Based on the analysis of the structure, which is enshrined in
Article 1112 of the Civil Code of Ukraine, we can conclude that the contract for the creation and use of the
object of intellectual property rights is a consensual transaction, because at the time of the contract the creator
undertakes to create the object intellectual property, therefore, is not able to transfer such an object at the time
of the contract. With regard to the essential conditions, it should be noted that the following should be
distinguished: the condition of the subject of the contract; the period during which the creator undertakes to create
an object of intellectual property rights; ways and conditions of using the object of intellectual property rights.

It should also be noted that the legislation may contain essential conditions for certain types of contracts
for the creation of custom and use of the object of intellectual property rights. As mentioned above, in
accordance with Part 6 of Article 33 of the Law of Ukraine “On Copyright and Related Rights” of
December 23, 1993, under the copyright agreement, the author undertakes to create a future work in

143



Journal of the National Academy of Legal Sciences of Ukraine, Vol. 29, No. 1, 2022

accordance with the terms of this agreement and transfer it to the customer; the contract may provide for the
payment by the customer to the author of the advance as part of the royalties.

Therefore, based on the analysis of this rule, we can conclude that the advance payment can be made by
agreement of the parties to the copyright agreement, and royalties should always be paid to the author. The
author's contract may specify the specific amount of remuneration or the procedure for determining the
remuneration, including the terms of its payment [34, p. 216]. The tariff of royalties for the creation of a work,
among other things, can be set, for example, by calculating the cost of one page of a certain format or taking
into account the cost of a certain number of printed characters in the work, etc. [35, p. 1007]. Therefore, in our
opinion, the condition on the amount of royalties refers to the essential conditions of the copyright agreement
of the order. As you know, the subject of civil law can independently perform certain actions permitted by
objective law in order to force the obligated person to perform his duty [36, p. 91]. Part 1 of Article 1112 of the
Civil Code of Ukraine states that the parties to the contract for the creation and use of the object of intellectual
property rights are the creator (writer, artist, etc.) and the customer.

The Civil Code of Ukraine stipulates that the creators of the object of intellectual property rights, in
particular, include the author, performer, inventor (part 1 of article 421 of the Civil Code of Ukraine). In turn,
Article 1 of the Law of Ukraine “On Copyright and Related Rights” of December 23, 1993 states that the
author is a natural person who has created a work through his creative work. This article also states that a
performer is an actor (theater, film, etc.), singer, musician, dancer or other person who performs, sings, reads,
recites, plays a musical instrument, dances or in any other way performs works of literature, art or works of
folk art, circus, pop, puppet shows, pantomimes, etc., and conductor of musical and musical-dramatic
works [21]. According to Article 1 of the Law of Ukraine “On Protection of Rights to Inventions and Utility
Models”, an inventor is a person whose intellectual, creative activity has created an invention (utility model).
According to Article 1 of the Law of Ukraine “On Protection of Rights to Industrial Designs”, the author is a
person whose creative work created an industrial design [24].

Thus, we can draw an intermediate conclusion that the current legislation of Ukraine under the concept
of “creator” means only a natural person. At the same time, we consider it necessary to state the position of
O. Kulinich and L. Romanadze, who point out that if we assume that copyright regulates the relations that
develop in the process of using an already created work, then to create the actual work, the party to the
copyright agreement can be called only conditionally [37, p. 271]. In our opinion, this position can be
supported, because, indeed, at the time of concluding the agreement on the creation and use of the object of
intellectual property rights, the object of intellectual property rights does not yet exist, and it cannot be said
that the person will create such an object project and, as a consequence, will become the creator.

With regard to the customer as a party to the agreement on the creation and use of the object of
intellectual property rights, it should be noted that currently there are no restrictions on the number of persons
who may be customers of intellectual property rights. Regarding the subject of the contract on the creation by
order and use of the object of intellectual property rights, it should be noted that its subject is the obligation of
the creator to create a certain object of intellectual property rights. At the same time, the object of this
agreement can be almost any object of intellectual property rights that will be created in the future (literary
and artistic works, computer programs, phonograms, videograms, inventions, utility models, industrial designs,
plant varieties, animal breeds, etc.). Considering the practical component of preparation and implementation
of agreements on the creation and use of the object of intellectual property rights, it should be emphasised that
this agreement must clearly define the requirements to be met by the object of intellectual property rights. In
particular, depending on the type of object, you need to specify the volume, structure, shape, genre, purpose,
working title of the work, type of invention, utility model, scope of the device, requirements for the appearance
of the product and more.

The issue of the content of the agreement on the creation and use of the object of intellectual property
rights and the information component in such agreements deserves special attention [6, p.85-94], given that
the processes of use, dissemination, storage of information contribute to information legal relations [38,
p. 123]. The content of this agreement consists of the rights and obligations of the customer and the creator.
Based on the analysis of actual practice of execution of agreements on creation by order and use of object of
the intellectual property right it is possible to allocate such basic rights and duties of the parties of the
agreement. Thus, the creator, in particular, undertakes to create an object of intellectual property rights that
meets the terms agreed in the contract, the task of the customer, and transfer it in the appropriate form to the
customer within the period specified in the contract. At the same time, the creator, among other things, has the
right to demand payment of remuneration specified in the contract and to respect his personal non-property
rights. In turn, the customer is obliged to pay the creator a fee for the creation and further use of the object of
intellectual property rights, and to comply with the personal non-property rights of the creator. In addition,
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first of all, the customer has the right to require the creator to create an object of intellectual property rights in
accordance with the requirements specified in the contract, and to use such object in accordance with the terms

of the contract.

In the process of studying the peculiarities of fulfillment of obligations under contracts for the disposal
of intellectual property rights, special attention should be paid to current changes in the legislation of Ukraine
governing the distribution of rights between customer and creator, including on the basis of the contract
intellectual property rights, which were introduced by the Law of Ukraine “On Stimulating the Development
of the Digital Economy in Ukraine” of July 15, 2021. To reflect changes in the legal regulation of relations
between the customer and the creator, we present previous and current versions of the articles of the Civil Code

of Ukraine (Table 1).

Table 1. Provisions of the Civil Code of Ukraine governing the distribution of rights between the customer
and the creator

Previous edition
(before the entry into force of the Law of Ukraine
“On Stimulating the Development of the Digital
Economy in Ukraine” of July 15, 2021)

Current edition
(after entry into force of the Law of Ukraine
“On Stimulating the Development of the Digital Economy
in Ukraine” of July 15, 2021)

Article 429.

Intellectual property rights to the object created in
connection with the implementation of the employment
contract

1. Personal intangible intellectual property rights to an
object created in connection with the performance of an
employment contract shall belong to the employee who
created the object. In cases provided by law, certain
personal non-property intellectual property rights to such
an object may belong to a legal entity or individual where
or where the employee works.

2. Intellectual property rights to an object created in
connection with the performance of an employment
contract shall belong jointly to the employee who created
the object and to the legal or natural person where or in
which he works, unless otherwise established. contract.

3. Specific features of exercising intellectual property
rights to an object created in connection with the
performance of an employment contract may be
established by law

Article 429.

Intellectual property rights to the object created in
connection with the implementation of the employment
agreement (contract)

1. Personal intangible intellectual property rights to an
object created in connection with the performance of an
employment contract shall belong to the employee who
created the object. In cases provided by law, certain personal
non-property intellectual property rights to such an object may
belong to a legal entity or individual where or where the
employee works.

2. Intellectual property rights to an object created in
connection with the performance of an employment
agreement (contract) shall belong to the employee who
created the object and to the legal or natural person where or
in which he works, jointly, if otherwise not established by this
Code or agreement.

3. Specific features of exercising intellectual property rights
to an object created in connection with the performance of an
employment contract may be established by law

Article 430.

Intellectual property rights to the object created to order

1. Personal intangible intellectual property rights to an
object created by order belong to the creator of this object.

In cases provided by law, certain personal intangible
intellectual property rights to such an object may belong
to the customer.

2. Intellectual property rights to an object created by
order shall belong to the creator of this object and the
customer jointly, unless otherwise provided by contract.

Article 430.

Intellectual property rights to the object created to order

1. Personal non-property intellectual property rights to an
object created by order belong to the creator of this object.

In cases provided by law, certain personal intangible
intellectual property rights to such an object may belong to the
customer.

2. Intellectual property rights to an object created by order
shall belong to the creator of this object and the customer
jointly, unless otherwise provided by contract or law

Article 440.

Intellectual property rights to the work

1. Property rights of intellectual property for a work are:
1) the right to use the work;

2) the exclusive right to allow the use of the work;

3) the right to prevent the misuse of the work, including
the prohibition of such use;

4) other intellectual property rights established by law.

2. Property rights to a work belong to its author, unless
otherwise provided by contract or law.

Article 440.

Intellectual property rights to the work

1. Property rights of intellectual property for a work are:

1) the right to use the work;

2) the exclusive right to allow the use of the work;

3) the right to prevent the misuse of the work, including the
prohibition of such use;

4) other intellectual property rights established by law.

2. Property rights to a work belong to its author, unless
otherwise provided by contract or law.
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3. Intellectual property rights to a work created in
connection with the performance of an employment
agreement (contract) shall belong to the employee who
created the work and to the legal or natural person where or in
which he works, jointly, unless otherwise provided by the
contract or by law.

Property rights to computer programs and (or) databases
created in connection with the performance of an employment
contract (contract) belong to the legal or natural person where
or in which the employee who created these computer
programs and (or) databases, unless otherwise provided by
contract.

A legal or natural person where or where an employee
works who created a work in connection with the performance
of an employment agreement (contract) acquires intellectual
property rights to such work in accordance with this Code or
the contract at the time following the creation of such work,
unless otherwise provided by contract.

4. Intellectual property rights to a work created by order
shall belong to the customer, unless otherwise provided by
contract or law.

Intellectual property rights to a work of art created to order
(except for a work specially created as part of the software)
belong to its author, unless otherwise provided by contract or
law.

The customer acquires intellectual property rights to the
work created by order, in accordance with the law or contract
at the time following the creation of such work, unless
otherwise provided by contract

Based on the analysis of the above provisions, it can be concluded that the legislator continues to adhere
to the concept of joint ownership of intellectual property rights to the object created by order, the creator of
this object and the customer. At the same time, it should be noted that the above law radically changed the
approach to the distribution of intellectual property rights to computer programs, databases created in
connection with the implementation of the employment contract (contract), including works of fine art created
to order.

In particular, the following changes should be emphasised:

— As a general rule, property rights to computer programs and (or) databases created in connection with
the performance of an employment contract (contract) belong to the legal or natural person where or where the
employee who created these computer programmes and (or) databases works, unless otherwise provided by
contract;

— as a general rule, intellectual property rights to a work created by order belong to the customer, unless
otherwise provided by contract or law.

In addition, the legislator made an exception to the rule on the distribution of intellectual property rights,
namely, works of art: intellectual property rights to a work of art created by order (except for a work specially
created as part of software) belong to its author, unless otherwise provided by contract.

CONCLUSIONS

Proceeding from the foregoing, the conclusions can be drawn as follows.

1. Contracts for the creation and use of objects of intellectual property rights are increasingly used in
practice by the subjects of civil law, as evidenced, inter alia, current case law.

2. The agreement on the creation by order and use of the object of intellectual property rights has all the
hallmarks of a consensual transaction.

3. It is necessary to allocate the following essential conditions of the contract on creation by order and
use of object of the intellectual property right: condition on a subject of the contract; the period during which
the creator undertakes to create an object of intellectual property rights; ways and conditions of using the object
of intellectual property rights.
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4. At the time of concluding the contract for the creation by order and use of the object of intellectual
property rights, the object of intellectual property rights does not yet exist, and it can not be said that the person
will create such an object and, consequently, become a creator.

5. The subject of the contract on the creation by order and use of the object of intellectual property rights
is the obligation of the creator to create a certain object of intellectual property rights.

6. The parties to the contract for the creation and use of the object of intellectual property rights must
clearly define the requirements to be met by the object of intellectual property rights. Depending on the type
of object, you need to specify the scope, structure, shape, genre, purpose, working title of the work, type of
invention, utility model, scope of the device, requirements for the appearance of the product and more.

7. The legislation of Ukraine regulating the procedure for the distribution of rights between the customer
and the creator has changed. Meanwhile, the legislator continues to adhere to the concept of joint ownership
of intellectual property rights to the object created by order, the creator of this object and the customer.

8. Currently, the legislator has changed the approach to the distribution of intellectual property rights to
computer programs, databases created in connection with the implementation of the employment contract
(contract), as well as works, including works of fine art, created to order, which requires further testing in time
and practice. As a general rule, property rights to computer programs and (or) databases created in connection
with the performance of an employment contract (contract) belong to the legal entity or individual where or in
which the employee who created these computer works. programmes and (or) databases. Intellectual property
rights to a work created to order belong to the customer. Intellectual property rights to a work of fine art created
to order (except for a work specially created as an element of software) belong to its author.
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